


APPLICATION NO. 
09/358,141 



FILING DATE 
07/20/1999 



FIRST NAMED INVENTOR 
JEFFREY R. SAMPSON 



22878 7590 01/02/2003 

AGILENT TECHNOLOGIES, INC. 

PO B<^59 <f L PR ° PERTY ADMIN ISTRATION, LEGAL DEPT. 
M/S DL429 

LOVELAND, CO 80537-0599 



{{« *7?t? \ A l ^ UEIJ AHTMJSN"r OF COMMERCE 
United States. Patent and Trademark Office 

Addr« 83 ; COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D C. 21)231 ^iwakiv^ 



www.uapLo.gov 



ATTORNEY DOCKET NO. | CONFIRMA TION NQ~ 
10990393-1 H70 



EXAMINER 



SCHMIDT, MARY M 



ART UNIT 



PAPER NUMBER 



1635 



DATE MAILED: 01/02/2003 



1/ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



\ 



Office Action Summary 



Application No. 

09/358,141 



Examiner 



Status 



2a 1 !n T h eSPOnSiVe t0 C ° mmUniCation ( s ) «ed on ILQ^sr^ 
*a)U This action is FINAL. 2bira^TT~~' 
3)11 Sinrpth' , This action is non-final. 

6D 12: above :' aim(s) ^ is/are ~ *»» 

;LJ uaim (s) . is/are allowed. 

6 ) D Claim(s) l^ndW^ is/are rejected. 

7) D Claim(s) is/are objected to. 

Ap£io C n Pa^er— " "**" * and/or **n requirement. 

90 The specification is objected to by the Examiner 

I om The drawing(s) filed on 20Julvi999 is/arp- a »n ^ 
Appncant may not requeTt^^ I , 1 " ^ °** d t0 by the 

I I )□ -e proposed drawing co^ST ^ ' * ^ * ?T~ ^ 37 °» 1 

12)D The oath or declaration is objected to by the Examiner 
Pr.or.tyunder35U.S.C.§§H9and120 

1 .□ M. cop,es of me prior,* dements have bee „ 
3 Q Copies of C ^ certified documents have be en received in Application No. 

a) [J The translation of the foreinnlann,,^ ^.o.u. $ 119(e) (to a provisional application) 

15)U Acknowledgment is made of a ( i^r^:r^ 8,0na, apP ' ication has b ™ received 
Attachments) Cla,m f0r domestlc Pnorlly under 35 U.S.C. §§ 120 and/or 121 

1 ) | Notice of References Cited (PTO-892) 

3 ra i f ° f Draftsperson ' s Patent Drawing Review (PTO 94fi> 4) H ' nterview Summar V (PTCM13) Parw nw^ 

b. Patent and T™H«^rr-^= . ' — ' w I I Other: ' 



U-a. patent and Trader^artTofe 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

' • Applicant, election with .averse of T7 RNA Po.^erase ,„ the response ffied 1 0/1 7/02 

readily tes, various combines of nucleotides and/or analogs „ llh various 

define other sets that can appropriately be used in accordance with the present invention A 

any reference usi„ g , ha , po,^ with my or ^ ^ ^ ^ ^ 

S in.u„ane„„s,y identify too few references because i, would not identify reference, tnatmigh, 
*** relevant sets of nucleotides with other po.ymerases. Applicant respectful* submits tha, a 
s.» g .e search for nucleotides mat preferential* form insular base pairs wou M 

U S.C. ! ,2, firs, paragraph, issues regardtng the instan, c , aims , one of skj|| fa ^ ^ wou|d 
necessaHly consider what analogues would be able to beused for the instantly daimed methods 

Nguyen and Southern paper taught on page 3905 tha, "For p ra c,ical applications it wil, be 
necessary to .neonate the modtned bases ,„ the nucleic acid fragments to be ana,yzed by an 
enzymatic reaction, constraining the choice of modified nucleosides ,„ those whose 5, 
triphosphates can be used as subst.tes for DNA po,_ From the large number of 
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wah certain class of polymerase. 

The requirement is still deemed proper and i, th~ f 

P'uper and is therefore made FINAL 

Applicant timely traversed the 



restriction (election) requirement mailed 1/30/01 in the 



response 



filed 3/2/0!. Here applicant elected Group IA c,ai ms , 0 d ■ • 

totclaurHO • „ PM,Cla,mS '- 9deS '^»«8RNAp„l ym erase,(Note 
mat claim 1 0 was inadvertently include ,'„ r,«- 

thepresentOff ■ ^ ^—ludedm 

Present Office action since it belonged to a non-elected group ) The t i 

andth. ♦ • ■ P ) traVersal was ^dressed 

and the restriction maintained in the Offi™ 

a m tne ° fflce action mailed 5/23/01 



Drawings 
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4. 



CWm 20 * objected (obecaus, 



Claim Object 



one -"- Appropriate 



mg 



COlTecti °n is required. 



5. 



6. 



* follows isa , uola(|o 

— *w hichwasnwtecrjbedin " C "^i-**-^ 

is drawn , omeUl0(js 
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1 n t e m o l ec ularbasepair ^ dconlactingaetempiateandthenucieo(id ^ jth ^ A 

— . acid so ,„a, said ta comphm ^ sequenc£ e|emM ^ ^ ^ 

another. 

forming a stable hydrogen bonded base pair. 

°" c " ms M s,a,e — — - «*. ,„ fc step of pro , ding 



nucleotides. 

Dependent claims 19-24 state 
nucleotides. 



certain ribonucleotides for addition in the step of providing 
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or (3) describe the best mode (3 S T I s: r 1 1 o\ t i • . 

moae (.» u.S.C. 1 12). In any applicat.on which is to issue as a U.S. 

patent, essential material may not be incorporated by reference...." 

* ^ instant invention, the Cairns are drawn to a broad scope of methods of synthesizing 
any type of unseed nucleic acid molecule by providing a„ y typ e of nucteic acid ^ 
(DNA, RNA, etc.,, providing any type of nudeotide precursors (DNA, RNA, etc.) for synthesis 
of the unstructured nucleic acid w„„ the elected T7 RNA po.yn.rase. As taught in the DOS 
Terence ,2 from IDS filed 1*0, (MiH.gan and Uhlenbec, "Synthesis of Small RNAs Using 
T7 RNA Polymerase, ,989) the use rf „ ^ ^ ^ ^ ^ 

However,as b „gh,b y I rt o,eva-D„ ml e„ye,a.. m orerecen«ly(i ; ,^ OTWo ,, 1998 Vol 3? pp 
■2933.12942), T7 RNA polynrerase ,s no, usem, for me incorporation of some modified 
nucleobases into ribozyme RNAs. hto.eva-Donneliy e, al. state on page 12936, col. 2, line 3 
ftat '.[ilnitia, efforts to incorporate m2Ga,phaS were unsuccessful using T7 RNA polymerase 
probably because the methy, group occupies a prominent position i„ ,he mine, ^ thal „ 
likely to be involved in the error-reading mechartism of the po,ymerase.... No i„ corporation was 
observed even a, high ratios of m2GTPa,phaS to OTP (data no, shown,- ^ one of skl „ in 

for use in theclaimed methods steps since ,hegen„s„f a „ such possible „uc,eo„de ana.ogs does 
no, provide one s k i„ed in ,he ar, with a representative number ofspec.es of such analogues 
taw. «o function specify with T7 RNA polymerase. Since me specific precursors used are 
an essentia, feature of ,he claimed invention, such informafion may no, be incorporated by 
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— T,e t eac hhgs m the spK|fication as fiw ^ to specific _ ^ ^ 
DNA p„ lymeraS e do „„, specilically comlate t0 . descnp[ion of tha( ^ wift ^ 

P— of a „ ive number of species Qf spedflc nucleotjde precursors ^ mafcjn8 ^ 

breath of claimed UNAs with T7 RNA polymerase. 



Response to Arguments 

.™eo fft e i „ve„ ti „ n ;. TheT7TOApol ^ msestaughtby(hedtedrefcrencesaretheW39F 

co l . 2 , li ne 9 , tha , Wehadprev , ous]yobtain ^ doraexpresseday639FpointmMan(of ' 7 
KNA po.^ase t0 pe rfom , NAM wi(h ^ ^ ^ ^ ^ 

PO-^ase e ffi c,e„„ y incorporates ^ ^ ^ ^ ^ 
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.atenal for the i„s, M i„ve„„o„ smce the inv£ntion . „„, ^ ^ ^ 

Smce the specification as filed does no, disclose (he specific use of the Y639F T7 RNA 
P^erase mutant for use ln me cWmed methods , fte specjflcation u fi|ed stn| do£s ^ ^ 

"ofarep^^ 
in makmg unsecured nucleic acids via T7 RNA polymerase. 



examiner 



7. Any inanity concerning .his communion or earlier communications from t „e 
shou.d be directed ,„ Mary M. Schmidt, whose te.ephone number is (703) 308-447! . 

If attempts to reach the exammer by telephone are unsuccessful me examiner's 
supervisor, John UGuyader, may be reached at (703) 308-0447. 

lories re.ating to the status of this application may also be directed to Ka,r im Turner, 
whose telephone number is (703) 305-3413. 



M. M. Schmidt 
December 28, 2002 



